New Rules Will Help Patents Survive IPRs
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The US Patent and Trademark Office (USPTO) has now made another
rules change to counter the charge that it is a patent “death squad.” The
upcoming change to the rules governing inter partes reviews (IPRs) and
post-grant reviews (PGRs) will make patents easier to defend. The
change takes effect on January 8, 2021.
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Petitioners seeking to challenge a patent in an IPR or PGR are expected
to submit expert testimony supporting their arguments that the challenged
patents are invalid. Under the previous rule, patent owners could submit
their own expert testimony in a preliminary response to the petition. But
in determining whether to institute the IPR or PGR, the USPTO
considered any factual disputes created by responsive expert testimony
“in the light most favorable to the petitioner.” As a result, patent owners
often declined to submit expert testimony with a preliminary
response. According to the USPTO, the previous rule “may [have]
discourage[d] patent owners from filing testimonial evidence with their
preliminary responses to avoid creating a presumption against the patent
owner.” Indeed, the previous rule was one of several factors that led
many patent owners to refrain from filing any preliminary response.
Under the new rule, the presumption favoring petitioners is eliminated.
Any factual disputes raised by preliminary responsive expert testimony
are no longer considered in the light most favorable to the petitioner. The
USPTO considers all preliminary expert testimony as part of the “totality
of the evidence” in weighing whether a petitioner has met its preliminary
burden to show that at least one claim of the challenged patent is invalid.
Testimony from the patent owner’s expert now becomes a powerful new
weapon to stop an IPR or PGR before it is instituted by demonstrating
that the totality of the evidence does not show a reasonable likelihood that
the claims are invalid. As a result, patent owners defending IPRs/PGRs
should reconsider whether to submit expert testimony with a preliminary
response to prevent the IPR/PGR from going forward on the merits.
Those contemplating an IPR or PGR patent challenge should consider
whether to file a petition before the new rule becomes effective so that
they may take advantage of the previous rule. Those defending a petition
for IPR/PGRs should reevaluate the likelihood that a preliminary response
that includes expert testimony could derail the proceeding before the
IPR/PGR is instated.
McCarter & English lawyers are well-versed in the practice of post-grant
proceedings for both patent owners and challengers, and can help you
navigate the IPR process.
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