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RECENT DEVELOPMENTS IN UNITED STATES PATENT INFRINGEMENT AND VALIDITY
CASE LAW, PTO GUIDANCE, AND EXPEDITED PROSECUTION, AND PRACTICE TIPS
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Indefiniteness and Functional Claiming

(The U.S. Supreme Court's decision in Nautilus v. BioSig set a new standard for
determining whether a patent claim is "indefinite," and the more recent en banc
decision of the Court of Appeals for the Federal Circuit (CAFC) in Williamson v. Citrix set
a new standard for functional claiming. We will examine the impacts of these decisions
and provide practice tips for addressing them..)
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Patentability of Computer Related Inventions in US

(Patent protection on computer related inventions continues to evolve in the US after
the Alice decision. We will discuss the Alice decision, as well as the USPTO Guidance,
the USPTO Abstract Idea Examples, the July 2015 Update on Subject Matter Eligibility,
and recent case law, to provide an update on patent eligibility of computer related
inventions in the US.)
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Strategies for Expediting Patent Prosecution in US

(Managing a global patent portfolio can be time-consuming and expensive. We will
review a number strategies that are available for expediting patent prosecution in the
us.)
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Inducement and Divided Infringement

(In Akamai Technologies v. Limelight Networks, the U.S. Supreme Court held that a
defendant could be liable for induced patent infringement of a patented method only if
a single party would have been liable for performing all of the claimed method steps.
However, the Supreme Court asked the CAFC to reconsider its standard for direct
infringement. In doing so, the CAFC held that two parties may be liable for direct
infringement of a method claim (i) where one party directs or controls the actions of
another or (ii) where two parties form a joint venture to practice the claimed steps. We
will examine the impacts of these decisions and provide practice tips for addressing
them.)

FHEIEAINT L DL - Q& A

MBS (—18:30) 24 [FrEML 16F A—/16B

kRS T, B2 D3R & OZSTROBEM 2T Tl < KRE O BHT AT E #.
BASREO v 7 B3 F—NTIEEE L ENR Do - EHERIER V2B INE Ok -
FERUZ S FITE RS BT AR L EO L FETCIENET,

I

\;
/

&

LiAF -

WWW.MCCANET Com

304
e}

BOAD ET, TN RZT £ 9561, B4, BEETER, 24,

A—=LT RLAZZFHAOLE, 11A6H (&) TIgHEYH
T4 )T AABRRTETA I TIREBY 585 BV L ETFET,

ywilliams@mccarter.com

McCARTER
&ENGLISH

ATTORMNEYS AT LAW


mailto:ywilliams@mccarter.com

A —H— « BT LA Z—DREN

Michael R. Friscia
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Partner, IP/IT Group, McCarter & English LLP (Newark, NJ)

Bachelor of Engineering, Stevens Institute of Technology; J.D. New York
Law School

Specializes in building patent and trademark portfolios for clients.
Extensive IP litigation experience in patent and trademark matters including
Inter Partes proceedings and Mediation

Adjunct Professor, Seton Hall Law School 1999-2006
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Mark D. Giarratana

=7 VT F—=F

Partner, IP/IT Group, McCarter & English LLP (Hartford, CT)

Admitted in New York, Connecticut, and to U.S. Patent and Trademark
Office

J.D., University of Connecticut School of Law, with honors; B.S.M.E.,
Catholic University

Extensive experience in litigating patent and other IP cases in federal courts
Advises clients on IP issues related to all aspects of patent, trademark and
copyright procurement, litigation, licensing, and the negotiation of IP
transactions
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